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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 30 December 2004 . 
2a)D This action is FINAL. 2b)G3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-16 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D daim(s) is/are allowed. . . ....... 

6) IEI Claim(s) 1-16 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) ^ Notice of References Cited (PTO-892) 4) O Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Pa P er No(s)/Maii Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 > LJ Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date . 6) □ Other: . 
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DETAILED ACTION 

Information Disclosure Statement 

1. Tke information disclosure statement filed 12/30/2004 fails to comply witk 37 CFR 
1.98(a)(3) because it does not include a concise explanation of tke relevance, as it is presently 
understood ky tke individual designated in 37 CFR 1.56(c) most knowledgeakle akout tke 
content of tke information, of eack patent listed tkat is not in tke Englisk language. It kas keen 
placed in tke application file, kut tke information referred to tkerein kas not keen considered. 

Claim Rejections - 35 USC § 112 

2. Tke following is a quotation of tke second paragrapk of 35 U.S.C. 112: 

Tke specification skall conclude witk one or more claims particularly pointing out and distinctly claiming tke 
sukject matter wkick tke appkeant regards as kis invention. 

3. Claims 10-16 recite tke limitation "formaldekyde containing material". Tkere is 
insufficient antecedent kasis for tkis limitation in tke claim. Tkese claims skould recite 
formaldekyde detecting material. 

4. Claims 1-16 are rejected under 35 U.S.C. 112, second paragrapk, as keing indefinite for 
failing to particularly point out and distinctly claim tke sukject matter wkick applicant regards as 
tke invention. 

Claim 1 recites a formaldekyde detecting material tkat is prepared ky a specific metkod. 
Is tkis claim a product claim or a metkod of preparation claim? if it is a product claim, tkere are 
not sufficient limitations to determine wkat tke product comprises, if it is a metkod claim, it 



Application/Control Number: 10/658,754 Page 3 

Art Unit: 1743 

should be set forth as a method of preparing a formaldehyde detecting material comprising several 
enumerated steps. Further clarification is required. 

Claim 1 is further rendered indefinite because it is unclear why "at least" is present in tke 
second line of tke claim. Perhaps tkis is extraneous language due to some translation mishap? 
Further clarification is required. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of tke appropriate paragraphs of 35 U.S.C. 102 tkat form 
tke tasis for tke rejections under tkis section made in this Office action: 

A person sna 11 be entitled to a patent unless - 

(k) tke invention was patented or described in a printed publication in tkis or a foreign country or in public use or on 
sale in tkis country, more tkan one year prior to tke date of application for patent in tke United States. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the hasis for all 
ohviousness rejections set forth in this Office action: 

(a) A patent may not be obtained tbougb tbe invention is not identically disclosed or described as set fortb in 
section 102 of tbis title, if tbe differences between tbe subject matter sougbt to be patented and tbe prior art are 
sucb tkat tke subject matter as a wbole would bave been obvious at tbe time tbe invention was made to a person 
kaving ordinary skill in tbe art to wbicb said subject matter pertains. Patentability sball not be negatived by tke 
manner in wkick tke invention was made. 

7. Claims 1-16 are rejected under 35 U.S.C. 102(h) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over USP 4,666,859 to Attar (herein referred to as "Attar"). 

Attar teaches a reagent for colorimetrically indicating the presence of formaldehyde. See 
abstract and Example 3. It is noted that the instant claims recite that the detecting material is 
prepared by specified steps, however, the instant claims are being interpreted by the Examiner as 
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product-by-process claims. "[E]ven tkough product-by-process claims are limited by and defined 
bytke process, determination of patentability is based on tbe product itself. Tbe patentabdity of a 
product does not depend on its metbod of production, if tbe product in tbe product-by-process 
claim is tbe same as or obvious from a product of tbe prior art, tbe claim is unpatentable even 
tbougb tbe prior product was made by a different process." In re Tborpe, 777 F.2d 695, 698, 
227 USPQ 964, 966 (Fed. Cir. 1985). n [T]be lack of pbysical description in a product-by- 
process claim makes determination of tbe patentability of tbe claim more difficult, since in spite 
of tbe fact tbat tbe claim may recite only process limitations, it is tbe patentability of tbe product 
claimed and not of tbe recited process steps wbicb must be establisbed. We are tberefore of tbe 
opinion that wben tbe prior art discloses a product wbicb reasonably appears to be eitber identical 
witb or only sligbtly different tban a product claimed in a product-by-process claim, a rejection 
based alternatively on eitber section 102 or section 103 of tbe statute is eminently fair and 
acceptable. See MPEP §2113. 

Any inquiry concerning tbis communication or earlier communications from tbe 
examiner sbould be directed to Monique T. Cole wbose telepbone number is 571-272-1255. 
Tbe examiner can normally be reacbed on Monday-Tbursday from 6:30 A.M. to 4:00 P.M. 

if attempts to reacb tbe examiner by telepbone are unsuccessful, tbe examiner's 
supervisor, Jill Warden can be reacbed on 571-272-1267. Tbe fax pbone number for tbe 
organization wbere tbis application or proceeding is assigned is 703-872-9306. 
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Information regarding tbe status of an application may be obtained from tke Patent 
Application Information Retrieval (PAIR) system. Status information for publisbed applications 
may be obtained from eitber Private PAIR or Public PAIR. Status information for unpublisbed 
applications is available tkrougb Private PAIR only. For more information about tbe PAIR 
system, see bttp://pair-direct. uspto.gov. Sbould you bave questions on access to tke Private PAIR 
system, contact tke Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Monique T. Cole 
Primary Examiner 
Art Unit 1743 

mtc 



